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QUESTIONS PRESENTED 

 
 Whether the court of appeals properly concluded 
that claim construction involves a pure question of 
law, and thus the standard of appellate review of the 
lower court’s interpretation of a patent’s claims is de 
novo. 

 If claim construction could entail factual findings 
that are reviewed for clear error, whether the court of 
appeals correctly concluded that the language of the 
claims, specification, and prosecution history ren-
dered the patent claims at issue “insolubly ambigu-
ous” and thus, a fortiori, indefinite under this Court’s 
recent decision in Nautilus, Inc. v. Biosig Instru-
ments, Inc., 134 S. Ct. 2120 (2014). 
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CORPORATE DISCLOSURE STATEMENTS 

 
 Sandoz Inc. is an indirect wholly-owned subsidi-
ary of Novartis AG. No other publicly held company 
owns 10% or more of the stock of Sandoz Inc. 

 Momenta Pharmaceuticals, Inc. is a publicly held 
corporation. No parent corporation or other publicly 
held corporation owns more than 10% of Momenta’s 
stock. 

 Mylan Inc. is a publicly held corporation. No 
parent corporation or publicly held corporation owns 
more than 10% of its stock. Mylan Pharmaceuticals 
Inc. is wholly owned by Mylan Inc. 

 Natco Pharma Ltd. is a publicly held corporation. 
No parent corporation or publicly held corporation 
owns more than 10% of its stock.  
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INTRODUCTION 

 The Federal Circuit reviewed the public record 
that Teva created to define the metes and bounds of 
its invention and reached the legal conclusion that 
the patent claims at issue here are indefinite.  That 
judgment is correct and should be affirmed under any 
standard of review. 

 Teva complains that the Federal Circuit has 
adopted an exception to Rule 52’s clearly erroneous 
standard.  But Rule 52 does not resolve this case; 
the Court’s decision in Markman v. Westview Instru-
ments, Inc., 517 U.S. 370 (1996), does.  Rule 52 ap-
plies only to findings of fact, not to conclusions of law.  
And in Markman, which Teva tries to marginalize, 
this Court concluded that all interpretive issues in 
claim construction are “purely legal,” including those 
involving consideration of evidence outside the four 
corners of the patent and its prosecution history.  Id. 
at 391.  De novo appellate review follows from that 
holding.  A patent’s claims, specification, and pros-
ecution history form the public record of the monopoly 
bestowed on the patentee by the United States.  
Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 
2120 (2014).  The meaning of that legal grant should 
be reviewed de novo, as are the meaning of statutes 
and other legal instruments that define for the public 
what is lawful and unlawful.  Any “fact” inquiries rel-
evant to such rulings are properly considered “legisla-
tive facts” and reviewed de novo. 



2 

 Even if this Court were to conclude that some 
questions underlying claim-construction rulings could 
be adjudicative facts within the meaning of Rule 52, 
that would not change the outcome here.  Any line 
between fact and law would have to be carefully 
drawn so that the meaning of patents is readily as-
certainable.  What is considered factual must be lim-
ited to scientific principles or other issues whose 
truth is determined separate and apart from the par-
ticular patent asserted.  “Facts” that may be reviewed 
deferentially must not include any interpretation of 
the patent at issue and its prosecution history—that 
is a legal question.  A contrary ruling would eviscer-
ate Markman, which, at the very least, established 
that the meaning of the public record is a legal ques-
tion.  Moreover, giving deference to purported “find-
ings” based on a litigation expert’s present reading of 
a patent and its prosecution history would severely 
undermine the certainty and notice of patent bounda-
ries that are critical to an efficient patent system.  
Indeed, such deference would encourage parties to en-
gage in a battle of experts and lead district courts to 
over-rely on paid litigation experts. 

 Accordingly, if this Court decides that there are 
factual issues governed by Rule 52, it should define a 
workable boundary between factual findings and 
legal claim construction, and apply that line to this 
case to provide guidance to lower courts.  The Federal 
Circuit’s indefiniteness determination is correct un-
der any standard of review because the court did not 
disturb anything that could be considered a factual 
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finding.  What the district court did here was merely 
“credit” a paid litigation expert’s interpretation of the 
patents and prosecution history.  Although a district 
court may consider such an opinion in drawing its 
own legal conclusions, that does not convert those 
legal conclusions into “findings” subject to clear-error 
review.  A patentee should not be permitted to use a 
litigation expert to amend the hopelessly ambiguous 
public record it created. 

 The judgment should be affirmed. 

STATEMENT 

A. Statutory Framework 

 Through a patent, the government confers a mo-
nopoly by allowing a patent holder “to exclude others 
from making, using, offering for sale, or selling the 
invention.”  35 U.S.C. § 154(a)(1).1  For this right to 
exclude, the patentee must fully disclose the inven-
tion and dedicate it to the public after the patent ex-
pires.  Kewanee Oil Co. v. Bicron Corp., 416 U.S. 470, 
480-81 (1974). 

 The Patent Act requires that a patent “conclude 
with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the ap-
plicant regards as [the] invention.”  35 U.S.C. § 112, 
¶ 2.  The specification must “contain a written de-
scription of the invention, and of the manner and 

 
 1 References to Title 35 are to the 2006 edition. Teva Br. 5 
n.4. 
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process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person 
skilled in the art to which it pertains * * * to make 
and use the same.”  Id., ¶ 1.  The patent’s claims, 
specification, and drawings, as well as its prosecution 
history, set forth the scope of the monopoly and what 
remains available to the public.  Markman, 517 U.S. 
at 373-74; Nautilus, 134 S. Ct. at 2128.  

 Section 112, ¶ 2 requires that the public record of 
this legal instrument must “inform those skilled in 
the art about the scope of the invention with reason-
able certainty.”  Nautilus, 134 S. Ct. at 2129.  Where, 
as here, the patents claim a “variant” of the prior art, 
the law requires “precise descriptions of the new 
characteristic for which protection is sought.”  Gen-
eral Elec. Co. v. Wabash Appliance Corp., 304 U.S. 
364, 369 (1938).  “[A]bsent a meaningful definiteness 
check * * * patent applicants face powerful incentives 
to inject ambiguity into their claims.”  Nautilus, 134 
S. Ct. at 2129.  Such ambiguity “diminish[es] the 
definiteness requirement’s public-notice function and 
foster[s] the innovation-discouraging ‘zone of un-
certainty,’ against which this Court has warned.”  Id. 
at 2130 (quoting United Carbon Co. v. Binney & 
Smith Co., 317 U.S. 228, 236 (1942)).  “ ‘[T]he patent 
drafter is in the best position to resolve the ambiguity 
in * * * patent claims,’ ” and its failure to do so ren-
ders the patent invalid.  Id. at 2129; see 35 U.S.C. 
§ 282, ¶ 2(3). 

 “Claim construction” is the interpretation by a 
court of what a patent claim means.  See Markman, 
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517 U.S. at 373-74.  It is a pivotal part of every patent 
infringement suit.  Where a claim lacks sufficient 
definiteness to be construed, a court does not read in 
a meaning; it holds the claim invalid.  See Nautilus, 
134 S. Ct. at 2129-30. 

 Because claim construction involves delineating 
the legal scope of the patent grant, the Federal Cir-
cuit for nearly two decades has reviewed all aspects of 
claim construction de novo.  Markman v. Westview 
Instruments, Inc., 52 F.3d 967, 979 (Fed. Cir. 1995) 
(en banc); Cybor Corp. v. FAS Techs., Inc., 138 F.3d 
1448, 1451 (Fed. Cir. 1998) (en banc); Lighting Bal-
last Control LLC v. Philips Elecs. N. Am. Corp., 744 
F.3d 1272, 1276-77 (Fed. Cir. 2014) (en banc). 

B. The Public Record Of Teva’s Patents 

 Teva markets Copaxone®, a widely prescribed 
treatment for multiple sclerosis.  Without generic 
competition, Copaxone® treatments have cost individ-
ual patients tens of thousands of dollars per year.  
CAFC J.A. 19635. 

 Copaxone® is a form of copolymer-1.  The patents 
at issue cover copolymer-1 and methods of manufac-
turing it.  Pet. App. 4a.  These patents share a com-
mon specification and trace back to the same patent 
application—that is, they are part of the same patent 
“family.”  Pet. App. 4a, 27a & n.2. 

 Copolymer-1 is not new; its use to treat multiple 
sclerosis was discovered by 1971.  J.A. 1143a; CAFC 
J.A. 26052-53, 49258.  Earlier patent protection 



6 

expired in 1991.  Teva obtained the new patents here 
by contending that it had “improved” copolymer-1 
by selecting portions with a particular “molecular 
weight” or “average molecular weight” that were less 
toxic but still effective.  CAFC J.A. 18180, 18199.  
Claim 1 of U.S. Patent No. 5,800,808 (’808 patent) is 
representative, claiming a method of manufacturing 
“copolymer-1 having a molecular weight of about 5 to 
9 kilodaltons” (kDa).  Pet. App. 150a. 

 It is undisputed that the term “molecular weight” 
in these claims is ambiguous on its face.  Pet. App. 8a, 
42a.  As Teva conceded, there are several ways to 
describe the molecular weight of copolymer-1, includ-
ing weight average molecular weight (Mw), number 
average molecular weight (Mn), and peak molecular 
weight (Mp).  Pet. App. 4a.  The precise measure of 
molecular weight is critical to defining the claimed 
drug:  the same sample of copolymer-1 will have a dif-
ferent molecular weight value depending on whether 
Mw, Mn, or Mp is reported.  Pet. App. 4a-5a.  Without 
knowing the measure, the scope of the claims is in-
discernible. 

 This is not a situation involving “the inherent 
limitations of language.”  Nautilus, 134 S. Ct. at 
2128.  It would have been simple for Teva to specify 
the measure embodied in its claims.  Yet Teva chose 
not to state whether it was weight, number, or peak 
even though, according to Teva, the effectiveness and 
reduced toxicity of the claimed substance depend on 
its precise molecular weight. 
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 During prosecution of this family of patents, the 
Patent and Trademark Office (PTO) reviewed the 
common specification and the proposed claims and 
recognized that Teva’s failure to specify the measure 
rendered the claims indefinite.  On two separate 
occasions, a PTO Examiner rejected Teva’s claims 
for this very reason:  “The term ‘average’ molecular 
weight * * * is meaningless as a limitation without 
specifying its basis, e.g. weight average molecular 
weight, number average molecular weight, etc.”  J.A. 
1299a; accord J.A. 1343a (“the term ‘average molecu-
lar weight’ * * * is indefinite since its method of mea-
surement is not specified”). 

 Teva overcame these separate rejections by giv-
ing irreconcilable answers—once defining the term to 
mean “weight” average molecular weight and once 
defining it to mean “peak.”  Pet. App. 9a, 51a; J.A. 
1322a, 1355a.  In response to Teva’s “weight” answer, 
the PTO granted Teva one patent, U.S. Patent No. 
6,620,847 (’847 patent).  J.A. 1326a, 1195a.  In re-
sponse to Teva’s “peak” answer, the PTO granted Teva 
another patent, U.S. Patent No. 6,939,539 (’539 pat-
ent).  J.A. 1358a, 1241a.  In each instance, the PTO 
withdrew the indefiniteness rejection solely because 
Teva identified a particular measure of weight.  Pet. 
App. 9a. 

 This public record compounded the claims’ inher-
ent ambiguity.  Momenta spent “years of scientific 
research” to determine the molecular weight of the 
copolymer-1 that Teva’s patents supposedly disclosed.  
J.A. 162a; see CAFC J.A. 20543-46; J.A. 1131a 
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(Natco’s efforts to determine molecular weight in 
patents).  And when Sandoz and Momenta (together, 
Sandoz) submitted their abbreviated new drug appli-
cation (ANDA) seeking FDA approval to market a 
generic version of Copaxone®, Teva contended (incor-
rectly) that the only way they could have replicated 
the copolymer-1 in Copaxone® is to have stolen trade 
secrets.  CAFC J.A. 491-94. 

C. Proceedings Below 

1. The District Court Relied on a Litigation 
Expert’s “Interpretation” of the Public 
Record to Read “Peak” Into Teva’s Am-
biguous Claims. 

 In response to Sandoz’s ANDA, Teva filed suit, al-
leging patent infringement and theft of trade secrets.  
CAFC J.A. 479.  That suit was consolidated with 
Teva’s subsequent patent infringement suit against 
Mylan and Natco (together, Mylan), which had filed 
their own ANDA.  J.A. 63a, 69a. 

 a. In district court, Sandoz and Mylan con-
tended that Teva’s “molecular weight” claims were in-
valid for indefiniteness. 

 The district court recognized that “average mo-
lecular weight” “has no ‘ordinary and customary 
meaning’ ” and that the claims “are silent as to the 
meaning.”  Pet. App. 42a.  It nevertheless held them 
not indefinite by reading “peak” into the claims.  Pet. 
App. 62a.  In so holding, the district court applied the 
“amenable to construction” and “insolubly ambig-
uous” standards for indefiniteness, Pet. App. 30a, 
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that this Court has since rejected as too stringent, 
Nautilus, 134 S. Ct. at 2129-30. 

 The district court relied on declarations of Teva’s 
expert, Gregory Grant, prepared solely for this liti-
gation.  Portions of Grant’s declarations described 
relevant background scientific principles, in a section 
entitled “BACKGROUND POLYPEPTIDE AND MO-
LECULAR WEIGHT PRIMER.”  Pet. App. 94a-118a 
(Grant Mylan Decl.); accord J.A. 111a-29a (Grant 
Sandoz Decl.).  For example, he explained how a par-
ticular method of measurement called size exclusion 
chromatography (SEC) works.  E.g., Pet. App. 107a-
11a.  And he explained (as all agreed) that the SEC 
method produces peak, weight, and number average 
molecular weight.  Pet. App. 106a-07a ¶39; see Pet. 
App. 43a. 

 The district court also purported to “credit” a 
section of the expert’s declarations entitled “CLAIM 
CONSTRUCTION.”  Pet. App. 118a.  The declaration 
states, “[i]n the paragraphs that follow, I set forth my 
opinion as to the proper interpretation of phrases or 
terms in the claims of the patents-in-suit.”  Pet. App. 
118a ¶54; see J.A. 129a ¶44 (same).  It was these 
“Claim Construction” paragraphs from which the dis-
trict court drew its conclusion that the patents mean 
“peak.”  See, e.g., Pet. App. 43a-44a, 48a-49a, 52a. 
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 For example, the district court relied on Grant’s 
assumptions and conclusions based on what the spec-
ification did and did not include regarding the SEC 
method.  Pet. App. 43a (citing J.A. 138a ¶61), 48a 
(citing Pet. App. 125a ¶70).  The court also relied on 
Grant’s effort to explain away Figure 1 in the patent.  
It was undisputed that the peaks of the Figure’s three 
curves (as measured by the molecular weight values 
on the horizontal axis) do not match the average mo-
lecular weight values in the legend in the Figure’s top 
right corner: 

 

J.A. 1141a.  Based on Grant’s assumption of an un-
specified margin of error due to a slight shift caused 
by creation of the graph, the district court concluded 
that the Figure “would not dissuade a person of or-
dinary skill in the art from concluding that [average 
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molecular weight] refers to Mp in the context of the 
patents-in-suit.”  Pet. App. 49a (citing Pet. App. 111a-
18a ¶¶44-53; J.A. 138a-39a ¶62, 348a-49a ¶7). 

 The district court similarly relied on Grant’s 
reading of the prosecution history to disregard one of 
Teva’s conflicting public statements to the PTO.  Cit-
ing one of Grant’s “Claim Construction” paragraphs, 
the district court concluded that because Teva’s 
explanation for one of its answers—that “kilodalton 
units implies a weight average molecular weight”—
was scientifically incorrect, “a person of ordinary skill 
in the art would not rely on it.”  Pet. App. 52a (citing 
J.A. 140a ¶64).  The district court so concluded, even 
though Teva’s answer to the PTO regarding the type 
of weight—“weight average molecular weight”—re-
sulted in issuance of a patent. 

 b. After a bench trial on other issues, the court 
enjoined respondents from entering the market until 
expiration of the latest expiring patent, the ’808 pat-
ent, on September 1, 2015.  Pet. App. 78a-81a. 

2. The Court of Appeals Held that the Public 
Record Rendered Teva’s Patents Indefi-
nite. 

 In a unanimous decision, the Federal Circuit held 
that Teva’s “molecular weight” claims were indefinite 
even under its very strict, now-rejected “insolubly am-
biguous” test.  Pet. App. 6a-10a.  Accepting the back-
ground scientific facts, the court engaged in “de novo 
review of the district court’s indefiniteness holding” 
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and reached a different legal conclusion.  Pet. App. 
10a. 

 The Federal Circuit recognized that the claims 
“contain an ambiguity because their plain language 
does not indicate which average molecular weight 
measure is intended.”  Pet. App. 8a.  Looking at the 
prosecution history, the court concluded that Teva’s 
two “prosecution statements directly contradict each 
other and render the ambiguity insoluble.”  Pet. App. 
8a-9a. 

 As to Teva’s “peak” answer, the court explained 
that “[t]he only basis upon which the Examiner could 
have agreed that the ’539 patent claims were not in-
definite was that ‘molecular weight’ means Mp.”  Pet. 
App. 9a.  As to Teva’s “weight” answer, the court of 
appeals acknowledged that Teva’s explanation “con-
tains an evident scientific error.”  Ibid.  But it empha-
sized that the answer nonetheless led to issuance of a 
patent:  “the only basis for the Examiner’s withdraw-
al of the indefiniteness rejection of the ’847 patent 
claims was that the same term means Mw.”  Ibid.  The 
Federal Circuit concluded that “Teva’s two definitions 
cannot be reconciled.”  Ibid. 

 The Federal Circuit further held that “[t]he 
specification does not resolve the ambiguity.”  Ibid.  
While acknowledging Teva’s expert’s interpretation of 
the specification and prosecution history, the court 
concluded that “Dr. Grant’s testimony does not save 
[these] claims from indefiniteness.”  Pet. App. 9a-10a.  
The court observed that all the experts, including 
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Grant, agreed that Mn and Mw also can be obtained 
from the SEC method.  Pet. App. 10a.  As for Figure 1, 
the Federal Circuit noted that Grant’s own calcula-
tion of weight average molecular weight (8.3 to 8.5 
kDa) for the two overlapping curves in Figure 1 was 
closer to the legend’s 7.7 kDa than his measurement 
of the peak in those curves.  Ibid. (citing J.A. 310a); 
see Pet. App. 127a. Given that neither Grant’s calcu-
lation for Mw nor his calculation for Mp matched the 
7.7 kDa in the Figure’s legend, but both were close, 
the court reasoned that it is “difficult to conclude that 
Mp is the intended measure.”  Pet. App. 10a. 

SUMMARY OF ARGUMENT 

 The Court should affirm the judgment of indefi-
niteness for either of two independent reasons. 

 I. The Federal Circuit correctly reviews all as-
pects of claim construction de novo.  Plenary review 
follows directly from this Court’s decision in Mark-
man, which held that all interpretive issues in claim 
construction—including any issues arising from the 
consideration of evidence outside the patent—are 
treated as “purely legal.”  517 U.S. at 391.  Rule 52 
and its clear-error standard do not apply to issues of 
law. 

 Markman’s determination that seemingly “fac-
tual” issues in claim construction are treated as 
purely legal is consistent with this Court’s use of 
interpretive aids to construe statutes and other legal 
instruments defining public rights and duties.  The 
scope of a patent claim is governed by the public 
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record:  the claim language, specification, and prose-
cution history.  Background scientific evidence out-
side that public record is simply a tool to discern the 
legal metes and bounds of the government’s grant 
and the remaining public domain.  This Court has 
long used such tools to determine “legislative” facts 
without deference to lower courts. 

 Plenary review of all aspects of claim construc-
tion is confirmed by this Court’s approach to deciding 
whether particular issues are reviewed de novo, as 
well as the Court’s historical practice of independently 
reviewing claim-construction determinations.  Teva’s 
analogies to other areas of law are inapt.  Unlike 
these other areas, claim construction establishes a le-
gal ruling that defines what is and is not available to 
the public. 

 Finally, the need for uniformity remains as critical 
today as it was when this Court decided Markman.  
The Markman Court emphasized that uniformly 
interpreting the scope of each patent is critical to the 
patent system and that the Federal Circuit is key to 
achieving that uniformity.  This Court thus treated a 
ruling on the meaning of a patent claim as a question 
of law that, once finally decided, is stare decisis as the 
one and only meaning of that patent claim. 

 This Court should reaffirm here that all aspects 
of claim construction are purely legal, and thus are 
reviewed de novo. 

 II. If the Court concludes that claim con-
struction may include factual findings that warrant 
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appellate deference, it must carefully draw the line 
between fact and law.  “Facts” must be strictly limited 
to scientific principles and other issues that are 
separate and apart from the asserted patent.  The 
significance of the claim language or the patent’s 
written description and prosecution history are not 
factual issues for experts to debate.  They turn on the 
public record and are for courts to decide as matters 
of law. 

 This line follows from this Court’s cases.  Any 
contrary line would severely undermine the public 
notice function at the core of the patent system.  The 
scope of the monopoly granted by the United States 
and binding against the public must not depend on an 
expert’s post hoc, litigation-driven interpretation. 

 Teva avoids clearly elucidating where it would 
draw the line between fact and law.  But it suggests 
that a district court’s crediting of a litigation expert’s 
interpretation of the patent and its prosecution his-
tory (including the expert’s inferences and assump-
tions from that public record) can be a “fact.”  That 
cannot be squared with Markman, which at the very 
least held that all interpretive issues are “purely 
legal.”  517 U.S. at 391. 

 If this Court concludes that claim construction 
includes both legal and factual components, it should 
both define and apply its standard for distinguishing 
the two to provide guidance to lower courts.  The 
Federal Circuit held Teva’s facially ambiguous claims 
indefinite, and that holding is correct under any 
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standard.  The holding fully accords with the three 
“facts” raised by Teva:  First, the Federal Circuit 
expressly acknowledged Teva’s contention that its 
statement to the PTO that a kilodalton implies Mw 
“contains an evident scientific error.”  Pet. App. 8a.  
But a mistaken rationale does not eliminate the def-
inition actually given.  The court thus correctly fo-
cused on Teva’s irreconcilable “weight” and “peak” 
answers to the PTO, each of which resulted in is-
suance of a patent with the same specification and 
the same claim term.  Teva’s irreconcilable answers 
simply compound the ambiguity on the face of the 
claims. 

 Second, turning to the specification, the court of 
appeals expressly recognized that Mp can be “read 
directly from a plot of SEC data,” whereas “some 
calculations” are required to obtain Mn and Mw.  Pet. 
App. 10a.  But the court also correctly concluded that 
the reference to SEC was not enough to cure the 
claims’ facial ambiguity:  it was undisputed that a 
skilled artisan could use SEC data to obtain all three 
potential measurements. 

 Third, the indefiniteness holding is fully con-
sistent with the only plausible factual determination 
regarding Figure 1:  that a slight shift in the curves of 
the graph would be expected in the creation of such a 
graph.  Teva’s own expert’s calculation of the Mw of 
the curves was within the margin of error he expected 
from such a shift, so both Mw and Mp were consistent 
with the numbers in the Figure’s legend.  As the 
Federal Circuit correctly concluded, that “makes it 
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difficult to conclude that Mp is the intended measure.”  
Pet. App. 10a (citing J.A. 310a). 

 The judgment should be affirmed. 

ARGUMENT 

I. THE FEDERAL CIRCUIT CORRECTLY RE-
VIEWS ALL ASPECTS OF CLAIM CON-
STRUCTION DE NOVO. 

 As this Court has explained, “Rule 52(a) does 
not furnish particular guidance with respect to dis-
tinguishing law from fact”; that distinction must 
be resolved by standards outside Rule 52.  Pullman-
Standard v. Swint, 456 U.S. 273, 288 (1982).  In 
multiple contexts, this Court has decided whether 
an issue should be treated as one of law to which no 
deference is owed, or as one of fact to be reviewed 
deferentially, by assessing which judicial actor is 
better positioned to determine the question at issue.  
This law/fact inquiry turns on whether a judicial 
actor reviewing the legal standards and the record is 
more likely to arrive at the correct conclusion, or 
whether the initial factfinder is better positioned to 
do so because the credibility of witnesses is pivotal to 
the issue at hand.  See Miller v. Fenton, 474 U.S. 104, 
114 (1985). 

 Applying these considerations to claim construc-
tion, this Court concluded in Markman that all 
“interpretive issues” of claim construction—even 
those arising from consideration of evidence outside 
the patent and its prosecution history—are treated 
as “purely legal.”  517 U.S. at 391.  The proper 
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construction of a patent turns fundamentally on its 
claims, specification, and prosecution history, not the 
credibility of witnesses.  Any facts used to discern 
that meaning are simply “legislative facts,” to which 
no deference is owed. 

 De novo review follows from the holding and 
rationale of Markman.  “[D]ecisions on ‘questions of 
law’ are ‘reviewable de novo.’ ”  Highmark Inc. v. All-
care Health Mgmt. Sys., Inc., 134 S. Ct. 1744, 1748 
(2014).  Rule 52 and its clear-error standard have no 
part to play.  Pullman-Standard, 456 U.S. at 287. 

A. De Novo Review Follows From Mark-
man. 

1. Markman Forecloses Teva’s Proposal 
to Distinguish Facts from Law in 
Construing Claims. 

 Teva and the government acknowledge that un-
der Markman claim construction is ultimately a 
question of law reviewed de novo.  Teva Br. 27; US Br. 
10.  They contend, however, that “factual findings” 
underlying claim construction should be reviewed for 
clear error—although the government fundamentally 
disagrees with Teva about which issues are “factual,” 
US Br. 12, 22-23, 26-31.  Teva and the government 
give Markman short shrift, contending that it “re-
solved only who shall perform the claim construction” 
and “carefully referred to the question before it as the 
judge/jury question, not as a law/fact question.”  Teva 
Br. 37-39; US Br. 16-17. 
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 But Markman’s articulation of the question 
presented refutes that contention:  the Court asked 
whether claim construction “is a matter of law re-
served entirely for the court, or subject to a Seventh 
Amendment guarantee that a jury will determine the 
meaning of any disputed term of art about which 
expert testimony is offered.”  517 U.S. at 372 (empha-
sis added).  The Court’s ultimate conclusion answered 
that question:  the Court “treat[s] interpretive is-
sues”—including subsidiary factual questions, even 
when they involve expert credibility—“as purely 
legal.”  Id. at 391. 

 In reaching that conclusion, the Markman Court 
considered whether the Seventh Amendment requires 
any disputed portion of claim construction to be 
resolved by a jury.  Id. at 372, 377-78.  According to 
the Court, claim construction presented a unique 
problem because it is a “mongrel practice” that in-
volves “construing a term of art following receipt of 
evidence.”  Id. at 378.  Concluding that historical 
practices provided no guidance, the Court turned to 
its existing precedent, relying on Justice Curtis’s 
characterization of claim construction as “ ‘a question 
of law.’ ”  Id. at 384 (quoting Winans v. Denmead, 56 
U.S. (15 How.) 330, 338 (1854)).  Rejecting the peti-
tioner’s attempts to dismiss Justice Curtis’s conclu-
sion, this Court recognized that early cases confirmed 
that claim construction presents a legal question and 
credited early treatises making this point.  Id. at 385-
88. 
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 Indeed, the Court referenced Walker’s 1895 
treatise in which he concluded, in the Court’s words, 
that “matters of claim construction, even those aided 
by expert testimony, are questions for the court,” that 
is, “ ‘questions of law.’ ”  Id. at 387 (quoting A. Walker, 
Patent Laws § 189, at 173 (3d ed. 1895)) (emphasis 
added).  The Court also cited other treatises that used 
“[v]irtually the same description of the court’s use 
of evidence in its interpretive role” to conclude that 
a “ ‘court proceeds upon its own responsibility, as 
an arbiter of the law.’ ”  Id. at 387-88 (quoting 2 W. 
Robinson, Law of Patents § 732, at 481-83 (1890)) 
(emphasis omitted in part). 

 Ultimately, however, the Court resolved the case 
by turning to Miller v. Fenton.  See Markman, 517 
U.S. at 388.  Miller was not a Seventh Amendment 
case; it addressed whether the voluntariness of a con-
fession should be treated as a factual question, and 
thus subject to deference on federal habeas review, or 
instead as a question of law.  474 U.S. at 105-06.  
Miller decided the “fact/law” issue by looking at func-
tional considerations that dictate which judicial actor 
is better positioned to decide the issue in question.  
Id. at 114-17.  The Miller Court concluded that the 
ultimate question of voluntariness should be treated 
“as a legal inquiry requiring plenary federal review.”  
Id. at 115.  Because “assessments of credibility and 
demeanor are not crucial to the proper resolution” of 
that issue, the reviewing court was in as good a 
position to decide it as the factfinder.  Id. at 116-17.  
Miller contrasted this mixed question of law and fact, 



21 

which it treated as purely legal, from subsidiary is-
sues (such as “the length and circumstances of the 
interrogation”), which remained “factual.”  Ibid. 

 Markman built upon Miller, but given the differ-
ent context of claim construction, held there were 
no subsidiary “factual” issues.  Markman, 517 U.S. 
at 388-90.  As with the legal issue of voluntariness, 
the Markman Court concluded that any credibility 
assessments are not crucial to the proper construc- 
tion of a claim.  Id. at 389.  Rather, issues such as 
the credibility of experts would ordinarily be “sub-
sumed within the necessarily sophisticated analysis 
of the whole document, required by the standard 
construction rule that a term can be defined only in a 
way that comports with the instrument as a whole.”  
Ibid.  That is, any subsidiary factual issues in claim 
construction are properly viewed through the lens of 
interpreting the patent.  Applying the considerations 
in Miller, the Court concluded that claim construction 
should be committed to the judge because it is a legal 
question “notwithstanding its evidentiary underpin-
nings.”  Id. at 390. 

 Contrary to Teva’s assertion, Markman did not 
reference Miller simply to explain “that it would look 
to ‘functional’ considerations in allocating the judge/ 
jury responsibility, just as the Court had done in 
Miller in parsing a fact/law distinction.”  Teva Br. 40.  
Quoting Miller, the Court explained that “ ‘the fact/ 
law distinction at times has turned on a determina-
tion that * * * one judicial actor is better positioned 
than another to decide the issue in question,’ ” and 
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then concluded, “[s]o it turns out here, for judges, not 
juries, are the better suited to find the acquired 
meaning of patent terms.”  Markman, 517 U.S. at 
388.  For that reason, the Court held that all aspects 
of claim construction are legal.2 

 That this was the Court’s holding is bolstered, 
not undermined, by Markman’s recognition that fac-
tual underpinnings sometimes arise.  Contra Teva Br. 
40-41; US Br. 17-18.  Notwithstanding those factual 
underpinnings, the Court held that the whole process 
is “purely legal.”  Markman, 517 U.S. at 390-91 (em-
phasis added).  The Court emphasized that this hold-
ing promotes “uniformity in the treatment of a given 
patent” by making the authoritative construction of 
the patent stare decisis.  Ibid.; see Vail v. Arizona, 207 
U.S. 201, 204 (1907) (“under the doctrine of stare 
decisis, the question should no longer be considered 
an open one,” even if preclusion principles would not 
apply).  That is, Markman concluded that the con-
struction of a patent claim, once decided, is binding 
legal precedent, meaning that all aspects, including 
any subsidiary fact-like issues, are treated as purely 
legal. 

 
 2 Teva argues that a footnote in Markman “disclaimed re-
liance on the fact/law distinction altogether.” Teva Br. 40. Teva is 
wrong. The Court simply said that because its existing prec-
edent resolved the question presented, it had no reason to decide 
whether Seventh Amendment analysis will always turn on a 
distinction between law and fact. 517 U.S. at 384 n.10. 
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 De novo review follows directly from that hold-
ing.  Highmark, 134 S. Ct. at 1748 (“[D]ecisions on 
‘questions of law’ are ‘reviewable de novo.’ ”). 

2. Any Factual Underpinnings to Claim 
Construction Are “Legislative Facts.” 

 a. The Markman Court’s conclusion that what 
may seem “factual” should be treated as “purely 
legal” for purposes of claim construction is consistent 
with this Court’s approach to “legislative”—as op-
posed to “adjudicative”—facts.  Fed. R. Evid. 201 
advisory comm. notes (1972).  Adjudicative facts are 
those involving the dispute between the “ ‘immediate 
parties—who did what, where, when, how, and with 
what motive or intent.’ ”  Ibid.  These facts “ ‘normally 
go to the jury in a jury case.’ ”  Ibid.  Legislative facts, 
by contrast, are those that transcend the particular 
dispute and are relevant “to legal reasoning and the 
lawmaking process, whether in the formulation of a 
legal principle or ruling by a judge.”  Ibid.; see Robert 
E. Keeton, Legislative Facts and Similar Things:  
Deciding Disputed Premise Facts, 73 Minn. L. Rev. 1, 
11 (1988); Allison Orr Larsen, Confronting Supreme 
Court Fact Finding, 98 Va. L. Rev. 1255, 1256- 
57 (2012).  Because legislative facts inform a court’s 
function in deciding and formulating a legal principle, 
they are for the court alone. 

 Moreover, although legislative facts may be in-
troduced in traditional evidentiary hearings, they 
need not be, and they are reviewed without deference.  
See Fed. R. Evid. 201 advisory comm. notes (1972) 
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(legislative facts should not be restricted by tradi-
tional or formal requirements); Keeton, supra, at 22.  
This Court often considers such facts whether or not 
they have been considered by a trial court or even 
introduced into the record.  Larsen, supra, at 1257-
59.3 

 Markman recognizes the same role for legislative 
facts in claim construction:  such facts are not specific 
to the dispute between the parties but instead help 
establish a legal rule, namely, the “ ‘scope of a patent 
grant.’ ”  Markman, 517 U.S. at 373.  Whatever is not 
specifically claimed remains available to the public.  
General Electric, 304 U.S. at 369.  Anyone stepping 
over the line into the patentee’s right to exclude faces 
potentially serious consequences, including liability 
for infringement damages, attorneys’ fees, and an 
injunction.  35 U.S.C. §§ 283-85.  Any facts the court 
uses in claim construction are simply tools to deter-
mine the scope of that legal grant. 

 Indeed, claim construction involves precisely the 
same type of “facts” that courts regularly use to con-
strue statutes and constitutional provisions, namely, 
dictionaries and other extrinsic background sources.  

 
 3 See, e.g., Toyota Motor Mfg., Ky., Inc. v. Williams, 534 U.S. 
184, 199 (2002) (whether carpel tunnel syndrome is a debilitat-
ing condition under the ADA); Detroit Edison Co. v. NLRB, 440 
U.S. 301, 318 (1979) (sensitivity of a human being to disclosure 
of information about competence); Hawkins v. United States, 358 
U.S. 74, 77-78 (1958) (effect on marriage of adverse testimony 
from spouse). 
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This Court has long relied upon such sources, even 
when technical terms of art are involved, without 
suggesting that such reliance gives rise to subsidiary 
factual issues that must be reviewed deferentially.  
See, e.g., Taniguchi v. Kan Pac. Saipan, Ltd., 132 
S. Ct. 1997, 2002-04 (2012) (“Based on our survey 
of the relevant dictionaries, we conclude that the 
ordinary or common meaning of ‘interpreter’ does 
not include those who translate writings.”  (emphasis 
added)); Nix v. Hedden, 149 U.S. 304, 307 (1893) 
(“[U]pon such a question dictionaries are admitted, 
not as evidence, but only as aids to the memory and 
understanding of the court.”).  Claim construction is 
closely akin to statutory interpretation:  both seek to 
determine the understanding of terms at a particular 
time, and both inform the public of what they can and 
cannot do (what conduct is lawful, and what is not).  
See Perrin v. United States, 444 U.S. 37, 42 (1979).  
This Court consistently uses legislative facts—in-
cluding choosing particular definitions, and even 
particular dictionaries—without deference to lower 
courts.  See, e.g., MCI Telecomms. Corp. v. AT&T, 512 
U.S. 218, 225-28 (1994). 

 Rightly so, because, as the courts of appeals have 
recognized, Rule 52’s clear-error standard does not 
apply to legislative facts.  Doe v. Prosecutor, 705 F.3d 
694, 697 n.4 (7th Cir. 2013) (clear-error standard 
applies to adjudicative, not legislative, facts); United 
States v. Singleterry, 29 F.3d 733, 740 (1st Cir. 1994) 
(courts of appeals “need not defer to the lower court’s 
assessment” of “[l]egislative facts”); Dunagin v. City 
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of Oxford, 718 F.2d 738, 748 n.8 (5th Cir. 1983) (en 
banc) (plurality opinion); Menora v. Illinois High Sch. 
Ass’n, 683 F.2d 1030, 1036 (7th Cir. 1982) (on petition 
for rehearing) (“clearly-erroneous standard does not 
apply” to “a legislative fact”).  Speaking for the Court 
in Lockhart v. McCree, then-Justice Rehnquist ex-
plained that the Court was “far from persuaded * * * 
that the ‘clearly erroneous’ standard of Rule 52(a)” 
would apply to “ ‘legislative’ facts.”  476 U.S. 162, 168 
n.3 (1986) (citing Dunagin, 718 F.2d at 748 n.8). 

 b. It makes no difference that claim construc-
tion often involves scientific principles or terms of art.  
Contra Teva Br. 26-28.  Factual questions about 
background scientific principles or the meaning of 
terms of art and the like are precisely the type of 
facts that transcend the particular dispute between 
the parties and are relevant “to legal reasoning and 
the lawmaking process”—i.e., defining the scope of 
the grant and what the public may lawfully do.  Fed. 
R. Evid. 201 advisory comm. notes (1972). 

 Teva suggests that claim construction necessarily 
involves adjudicative factual issues because a patent 
is interpreted from the viewpoint of a skilled artisan.  
Teva Br. 26, 31.  But the “person of ordinary skill in 
the art at the time of invention” is not an actual 
person; the “hypothetical person” of ordinary skill is 
“an imaginary being possessing ‘ordinary skill in the 
art’ created by Congress to provide a standard of 
patentability.”  Kimberly-Clark Corp. v. Johnson & 
Johnson, 745 F.2d 1437, 1454 (Fed. Cir. 1984) (em-
phasis added); 35 U.S.C. § 112, ¶ 1 (establishing 
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“person skilled in the art” standard).  As the standard 
of patentability, that legal fiction merely poses the 
legal question to be answered. 

 Thus, when a court interprets a patent, it looks 
through the eyes of this imaginary person working in 
the field.  To do so, it may consult sources to learn 
about background scientific principles or the meaning 
of terms of art, just as this Court consults sources 
from the relevant time period to construe statutes.  
E.g., Perrin, 444 U.S. at 42.  As the government notes, 
courts “may need to receive additional evidence, such 
as expert testimony or scientific articles, in order to 
understand the relevant science and the technical 
terms used in the patent claims, specification, and 
prosecution history,” and this evidence may give rise 
to “disputes about the accepted meaning in the rele-
vant industry of a term found in a claim, or about the 
type of data that can be gleaned from a scientific 
experiment.”  US Br. 14. 

 But none of these factual issues in claim con-
struction is unique to the dispute between the par-
ties.  They concern only the meaning—and therefore 
the legal scope—of the patent grant.  Thus, scientific 
or not, they involve legislative facts just like those 
this Court routinely considers without deference.  See 
DePierre v. United States, 131 S. Ct. 2225, 2232 
(2011) (examining scientific and medical literature on 
use of the term “cocaine”); Utah v. Evans, 536 U.S. 
452, 467 (2002) (explaining that “statutory phrase” 
uses “a term of art with a technical meaning” and 
“the technical literature, which we have consequently 
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examined,” helps resolve the meaning (citing Corning 
Glass Works v. Brennan, 417 U.S. 188, 201 (1974))); 
supra pp. 24-25. 

 This is essentially the same point this Court 
made in Brown v. Piper, 91 U.S. 37 (1875).  The Court 
explained that background knowledge in patent 
cases, even within a particular scientific field, does 
not require the type of “private and special facts” 
normally committed to a court of equity or a jury at 
law.  Id. at 42.  Rather, courts can resolve questions of 
law such as claim construction by reference to “what-
ever is generally known within the limits of their ju-
risdiction,” which “extends to such matters of science 
as are involved in the cases brought before [them].”  
Ibid.; see Terhune v. Phillips, 99 U.S. 592, 593 (1879) 
(applying Brown). 

 Accordingly, because background scientific prin-
ciples are merely legal tools to construe the scope 
of the patent claim, all aspects of claim construction 
are “purely legal” and properly reviewed de novo.  
Markman, 517 U.S. at 391. 

3. The Functional Advantages of Appel-
late Courts Support De Novo Review. 

 This Court’s general approach to deciding the 
applicability of plenary review confirms that de novo 
review follows from Markman.  This Court generally 
looks to the question posed by Miller v. Fenton:  
whether one judicial actor is better positioned than 
another to resolve the dispute.  See, e.g., Salve Regina 
Coll. v. Russell, 499 U.S. 225, 233 (1991) (relying on 
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Miller in deciding whether to defer to a district court’s 
interpretation of state law); Cooter & Gell v. Hart-
marx Corp., 496 U.S. 384, 403 (1990) (same with 
respect to Rule 11).  Although Teva contends that 
factfinders are better positioned to decide claim con-
struction issues (Teva Br. 19-24), the Markman Court 
already addressed Miller’s considerations and con-
cluded otherwise.  Markman, 517 U.S. at 388-91. 

 Because claim construction involves delineating 
the legal boundaries of a federal grant, the Markman 
Court concluded that the overriding consideration is 
which judicial actor can best produce the “ ‘proper 
interpretation’ ” of the patent.  Id. at 388-89 (quoting 
Parker v. Hulme, 18 F. Cas. 1138, 1140 (C.C.E.D. Pa. 
1849)).  The Court recognized that credibility judg-
ments—the stock-in-trade of trial courts—thus “are 
much less significant than a trained ability to evalu-
ate the testimony in relation to the overall structure 
of the patent.”  Id. at 390. 

 Similarly, a district court’s ability to amass evi-
dence and develop a record, cf. Teva Br. 24, is far less 
significant than an appellate court’s ability to derive 
the correct legal principle—the meaning of the pa-
tent.  As this Court has emphasized, “[c]ourts of ap-
peals * * * are structurally suited to the collaborative 
juridical process that promotes decisional accuracy.”  
Salve Regina, 499 U.S. at 232.  Of course, the Federal 
Circuit is particularly well suited to this task because 
its judges review hundreds of patent claims every 
year.  By contrast, most district court judges typically 
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hear far fewer patent cases as part of much more 
general dockets. 

 Appellate courts are also better equipped to 
derive the proper interpretation of a patent because 
claim construction does not focus on evidence outside 
the patent; it is a “sophisticated analysis of the whole 
document”—the claims, specification, and prosecution 
history (collectively, “intrinsic evidence”).  Markman, 
517 U.S. at 389-90 (focusing on “patent’s internal 
coherence”); Phillips v. AWH Corp., 415 F.3d 1303, 
1314-17 (Fed. Cir. 2005) (en banc) (establishing 
framework for claim construction that focuses on 
intrinsic evidence).  Although background technical or 
scientific evidence may be useful interpretive aids 
that, like dictionaries, help judges translate a pa-
tent’s intrinsic evidence into terminology that judges 
more readily understand, such tools do not determine 
the legal import of the patent documents.  As the 
Court put it long ago, “expert evidence” may aid 
a court “in understanding not what the instru- 
ments mean but what they actually say.”  U.S. Indus. 
Chems., Inc. v. Carbide & Carbon Chems. Corp., 315 
U.S. 668, 678 (1942) (emphasis added) (addressing 
validity of reissued patent). 

 In short, claim construction requires establishing 
the legal reach of the patent based on the instrument 
itself and the public record of its issuance.  The Fed-
eral Circuit is better positioned to perform that 
function than district judges. 
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B. This Court’s Pre-Markman Cases Sup-
port De Novo Review. 

 De novo review of all aspects of claim construc-
tion is consistent with this Court’s historical practice.  
The Court has exercised such independent review 
in a long line of cases without suggesting that it owed 
any deference to trial court determinations, even 
when the trial court had considered extrinsic evi-
dence such as expert and inventor testimony.  See, 
e.g., Loom Co. v. Higgins, 105 U.S. 580, 584-87 (1882) 
(independently considering evidence and settling 
the proper construction of the patent); Tilghman v. 
Proctor, 102 U.S. 707, 729-31 (1880) (same); Winans, 
56 U.S. at 339 (giving no indication of deference to 
district court and reversing based in part on “what 
appears on the face of the specification, and was 
testified to by experts at the trial as correct” (emphasis 
added)); Coupe v. Royer, 155 U.S. 565, 576 (1895) (re-
versing based in part on Court’s independent review 
of the inventor’s testimony). 

 The Court’s practice of independently reviewing 
all aspects of claim construction extended to cases—
like this one—in which patent claims were challenged 
as indefinite.  See, e.g., United Carbon, 317 U.S. at 
232-36 (independently searching the record, including 
considerable testimony, to determine “the clearest ex-
position of the significance which the terms employed 
in the claims had for those skilled in the art”); Gen-
eral Electric, 304 U.S. at 370-74 (holding claims in-
definite with no apparent deference to lower court’s 
reliance on live testimony); see General Elec. Co. 
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v. Wabash Appliance Corp., 17 F. Supp. 901, 904 
(E.D.N.Y. 1937). 

 For instance, in Eibel Process Co. v. Minnesota & 
Ontario Paper Co., 261 U.S. 45 (1923), this Court 
considered whether claims to an improved paper-
making machine were indefinite. Teva repeatedly 
references Eibel for the proposition that expert testi-
mony is often considered in indefiniteness disputes.  
Teva Br. 29-30, 44.  But what Teva fails to mention, 
and what the opinion makes clear, is that the Court 
engaged in an independent and “thorough examina-
tion of the whole voluminous record.”  Eibel, 261 U.S. 
at 53.  Nowhere did the Court suggest it gave any 
deference to the trial court’s assessment of that evi-
dence. 

 The government brushes aside this Court’s his-
torical practice on the ground that the early decisions 
did not suggest that the lower courts had made er-
roneous factual findings.  US Br. 20 n.2.  But only if 
the Court had considered itself bound to defer would 
it have felt the need to identify any finding as clearly 
erroneous.  Here, as in other contexts, this Court’s 
long practice of reviewing claim-construction rulings 
without “expressly deferr[ing] to the trial court’s de-
termination” supports de novo review.  Ornelas v. 
United States, 517 U.S. 690, 697 (1996). 
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C. Standards Of Review Used In Other 
Areas Do Not Warrant Departing From 
De Novo Review Of Claim Construction. 

 In an effort to show that subsidiary factual 
findings in claim construction should be subject to 
clear-error review, Teva and the government analo-
gize to other areas of law.  These analogies are inap-
posite. 

 1. Teva and the government contend that claim 
construction is like contract interpretation, which can 
involve findings based on parol evidence that are 
reviewed for clear error.  See Teva Br. 33; US Br. 15.  
This comparison is flawed.  Unlike claim construc-
tion, contract interpretation does not involve deline-
ating a legal rule—what the public may lawfully do.  
See supra pp. 3-5.  In contract cases, courts consider 
parol evidence in certain limited circumstances to 
understand the intent of the parties to the agree-
ment—a purely adjudicative fact.  See, e.g., 11 Willis-
ton on Contracts § 30:2 (4th ed. 2014) (“[T]he avowed 
purpose and primary function of the court is to ascer-
tain the intention of the parties.”); Fed. R. Evid. 201 
advisory comm. notes (1972). 

 In contrast, a patentee cannot resort to such 
subjective intent about what it meant by its claims, or 
to any other private meaning.  Patents themselves 
must “particularly point[ ] out and distinctly claim[ ] 
the subject matter which the applicant regards as his 
invention.”  35 U.S.C. § 112, ¶ 2.  No amount of ex-
trinsic evidence can change the scope of a claimed 
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invention.  See, e.g., U.S. Indus. Chems., 315 U.S. at 
678 (“It is inadmissible to enlarge the scope of the 
original patent by recourse to expert testimony * * * .”).4 

 2. Teva also suggests that claim construction is 
like interpretation of tariffs filed with the Interstate 
Commerce Commission in that both can give rise 
to subsidiary factual questions regarding whether a 
term carries “a specialized meaning in the industry.”  
Teva Br. 32 (citing Great N. Ry. Co. v. Merchants’ 
Elevator Co., 259 U.S. 285 (1922); Texas & Pac. Ry. 
Co. v. American Tie & Timber Co., 234 U.S. 138 
(1914)). 

 Those decisions are inapposite.  Both concerned 
whether cases had to be referred to the Commission 
under the doctrine of primary jurisdiction, which 
seeks to have an expert administrative agency decide 
certain issues “to produce better informed and uni-
form legal rulings.”  Pharmaceutical Research & 
Mfrs. of Am. v. Walsh, 538 U.S. 644, 673 (2003) 
(Breyer, J., concurring) (citing United States v. West-
ern Pac. R.R. Co., 352 U.S. 59, 63-65 (1956)).  In 
American Tie & Timber, for example, the issue to be 
decided by the Commission was not just a disputed 
meaning of a term of art; it was the ultimate issue— 
 

 
 4 Contrary to Teva’s suggestion, Teva Br. 33 n.18, this Court 
did not acknowledge in Brown v. Huger, 62 U.S. (21 How.) 305 
(1859), that parol evidence could create a factual question in the 
interpretation of a land patent.  That case did not involve any 
inquiry “into the testimony of witnesses.”  Id. at 321.  
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an administrative determination whether the tariff 
applied.  See American Tie & Timber, 234 U.S. at 146 
(“[I]t is equally clear that the controversy as to 
whether the lumber tariff included cross-ties was one 
primarily to be determined by the Commission in the 
exercise of its power concerning tariffs and the au-
thority to regulate conferred upon it by the statute.”); 
see also Great N. Ry. Co., 259 U.S. at 293 (explaining 
that, unlike a “question of construction,” cases like 
American Tie & Timber required a “question of fact” 
or “administrative judgment” to be determined by the 
Commission).  Rather than have important legisla-
tive, administrative, or adjudicative issues resolved 
separately by a jury or district court in each case, the 
primary-jurisdiction doctrine centralizes decision-
making in a single expert body.  Allnet Commc’n 
Serv., Inc. v. National Exch. Carrier Ass’n, Inc., 965 
F.2d 1118, 1120 (D.C. Cir. 1992).  The desired “uni-
formity can be secured only if its determination is left 
to the Commission.”  Great N. Ry. Co., 259 U.S. at 
291.5 

 To the extent these primary-jurisdiction decisions 
are relevant at all, they support de novo review 
of claim construction.  The same rationale support- 
ing reliance on a centralized, expert administrative 

 
 5 Although the Court in Great Northern stated that the 
question submitted to the Commission is one that would other-
wise be submitted to a jury, 259 U.S. at 292, this Court con-
cluded in Markman that no aspect of claim construction goes to 
a jury. 
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agency supports plenary Federal Circuit review of 
claim-construction issues.  See id. at 292.  As the 
Markman Court explained, “[i]t was just for the sake 
of such desirable uniformity that Congress created 
the Court of Appeals for the Federal Circuit as an 
exclusive appellate court for patent cases.”  517 U.S. 
at 390 (citing H.R. Rep. No. 97-312, at 20-23 (1981)). 

 3. Teva and the government also analogize to 
other areas of patent law, such as obviousness and 
enablement, suggesting that inquiries arising in 
these contexts raise factual issues that warrant def-
erence on appeal.  Teva Br. 34-35; US Br. 20.  These 
analogies also miss the mark. 

 Unlike claim construction, these inquiries do not 
define the precise scope of a legal grant—the line 
between unlawful infringement and lawful conduct.  
Markman held that no jury was required for claim 
construction because claim construction looks primar-
ily inward, at the public record.  517 U.S. at 385-87.  
Any factual issues underlying claim construction are 
part of the legal inquiry, “subsumed within the neces-
sarily sophisticated analysis” of the patent document 
itself.  Id. at 389. 

 In contrast, these other doctrines principally look 
outward.  They take the scope of the claim as already 
determined and then compare that scope to evidence 
outside the document itself.  Indeed, Markman dis-
tinguished the factual issues related to anticipation 
on that ground, contrasting the “document inter-
pretation” of claim construction from the question 
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“whether the physical objects produced by the patent 
were identical.”  Id. at 386.  The same is true with 
enablement, obviousness, and the doctrine of equiva-
lents.  After there has been a predicate determination 
of claim scope, the inquiry turns outward to see what 
those of skill in the art knew at the time outside the 
patent and whether they could make the claimed 
invention based on that knowledge combined with the 
patent’s teachings (for enablement), whether the in-
vention was apparent from the prior art (for obvious-
ness), and whether the accused product performs 
substantially the same function in substantially the 
same way to obtain the same result as the invention 
(for infringement under doctrine of equivalents).  See 
35 U.S.C. §§ 103, 112; KSR Int’l Co. v. Teleflex Inc., 
550 U.S. 398, 418 (2007) (obviousness); Expanded 
Metal Co. v. Bradford, 214 U.S. 366, 378-81 (1909) 
(enablement); Graver Tank & Mfg. Co. v. Linde Air 
Prods. Co., 339 U.S. 605, 608 (1950) (doctrine of 
equivalents). 

 This Court’s rulings as to who decides these 
issues confirm the critical distinction.  Unlike claim 
construction, juries, not judges, decide the factual 
issues underlying these other doctrines.  See Battin v. 
Taggert, 58 U.S. (17 How.) 74, 85 (1854) (enablement:  
“[i]t was the right of the jury to determine, from the 
facts in the case”); Bischoff v. Wethered, 76 U.S. (9 
Wall.) 812, 814 (1870) (anticipation:  the identity of a 
prior invention with an asserted patent is “treated as 
a question of fact for the jury, and not as a question 
of law for the court”); Wood v. Underhill, 46 U.S. (5 



38 

How.) 1, 4-5 (1847) (written description:  “the suf-
ficiency of the description must, in general, be a 
question of fact to be determined by the jury”).  These 
decisions accord with the general principle that 
“issues of fact are to be determined by the jury” in ac-
tions analogous to those at law.  Baltimore & Caro-
lina Line, Inc. v. Redman, 295 U.S. 654, 657 (1935). 

 To be sure, invalidity is the consequence if a 
claim is indefinite, and some of the doctrines Teva 
cites are also invalidity defenses.  But the nature of 
the inquiry is quite different:  indefiniteness is an 
issue of claim construction—a determination that the 
public record does not sufficiently inform those of 
skill in the art of the claim’s meaning.  As such, 
Section 112’s definiteness requirement must be eval-
uated based on the claim language, specification, and 
prosecution history.  Nautilus, 134 S. Ct. at 2128.  It 
is those documents that must provide the public with 
“reasonable certainty” as to the scope of the claimed 
invention.  Id. at 2129.  The other defenses to which 
Teva attempts to analogize all start with the proposi-
tion that the claim can be construed and then test the 
scope of the construed claim against real world facts 
to determine whether the claim is anticipated, ren-
dered obvious, or not enabled. 

 Indeed, the indefiniteness inquiry is especially 
deserving of plenary appellate review.  The definite-
ness requirement “was inserted in the law for the 
purpose of relieving the courts from the duty of as-
certaining the exact invention of the patentee by 
inference and conjecture, derived from a laborious 
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examination of previous inventions, and a comparison 
thereof with that claimed by him.”  Keystone Bridge 
Co. v. Phoenix Iron Co., 95 U.S. 274, 278 (1877).  An 
adjudicative factual predicate to definiteness would 
upend the requirement that “a patent must describe 
the exact scope of an invention and its manufacture 
to ‘secure to [the patentee] all to which he is entitled, 
[and] to apprise the public of what is still open to 
them.’ ”  Markman, 517 U.S. at 373 (quoting McClain 
v. Ortmayer, 141 U.S. 419, 424 (1891)). 

D. Uniformity In The Treatment Of Each 
Patent Requires De Novo Review. 

 The need for uniformity “in the treatment of a 
given patent”—and the Federal Circuit’s role in re-
viewing all patent cases—was critical to Markman’s 
conclusion that claim construction should be treated 
as purely legal.  517 U.S. at 390-91.  These considera-
tions are no less important today.  See, e.g., American 
Piledriving Equip., Inc. v. Geoquip, Inc., 637 F.3d 
1324, 1327 & n.1 (Fed. Cir. 2011) (identifying seven 
district court decisions construing three terms of the 
same patent, with “no two [courts] hav[ing] construed 
all three terms the same way”). 

 1. Teva attempts to sidestep the value of uni-
formity in three ways.  None is availing. 

 First, Teva objects that uniformity cannot be a 
“free-standing principle of appellate review” or else 
the Federal Circuit could “review everything de novo.”  
Teva Br. 44.  But Markman was not concerned with 
uniformity as a freestanding principle; rather, it 
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focused on the uniformity of the meaning of a particu-
lar patent claim.  517 U.S. at 390.  As a federally 
granted right, each claim can have only one meaning. 

 Second, Teva suggests that uniformity cannot be 
achieved because claim construction and indefinite-
ness rest on “factual findings,” which can lead to 
different outcomes.  Teva Br. 46-47.  That begs the 
question.  If claim construction is purely legal, there 
will be no disparate factual findings.6 

 Finally, Teva touts the supposed benefits of pre-
clusion principles and written district court opinions.  
Teva Br. 47-49.  But Markman already found preclu-
sion insufficient because “issue preclusion could not 
be asserted against new and independent infringe-
ment defendants.”  517 U.S. at 391.  If preclusion 
principles cannot ensure the needed uniformity, dis-
trict court decisions certainly cannot do so, as they 
are not even binding on other judges within the same 
district.  Instead, the Markman Court recognized that 
claim-construction rulings should be treated as bind-
ing legal precedent, rather than as resting on a fac-
tual issue that could be relitigated.  Ibid.  Applying 
stare decisis promotes “uniformity in the treatment of 
a given patent” and the public-notice function of 
patent claims.  Id. at 390-91. 

 
 6 Contrary to Teva’s assertion (Teva Br. 46), Mendenhall v. 
Cedarapids, Inc., 5 F.3d 1557 (Fed. Cir. 1993), did not hold that 
a determination of indefiniteness is not binding in a second case.  
The Federal Circuit did not reach indefiniteness because it held 
the claim invalid for obviousness.  Id. at 1563 n.5. 
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 2. Teva also makes several policy arguments 
directed at the allegedly deleterious effects of the Fed-
eral Circuit’s high reversal rate of claim-construction 
rulings.  Teva Br. 48-53.  To begin with, recent studies 
have shown that the Federal Circuit does not have an 
unusually high reversal rate for claim-construction 
rulings and also that de novo review is not the cause 
of most reversals.  Lighting Ballast, 744 F.3d at 1290-
91. 

 More importantly, as this Court explained in 
Markman, Congress chose to achieve uniformity of 
patents through the establishment of the Federal Cir-
cuit.  517 U.S. at 390.  Congress has been aware of 
the Circuit’s consistent practice during the past 20 
years.  S. Rep. No. 110-259, at 27 (2008) (discussing 
Markman and Cybor by name).  Indeed, Congress has 
considered changes directed to the review of claim-
construction rulings and nonetheless left the de novo 
standard untouched.  See id. at 28; 152 Cong. Rec. 
S8831 (daily ed. Aug. 3, 2006) (statement of Sen. 
Orrin Hatch). 

 As this Court has recognized in similar contexts, 
such a history strongly counsels in favor of retaining 
the court’s long-established practice.  Microsoft Corp. 
v. i4i Ltd. P’ship, 131 S. Ct. 2238, 2252 (2011).  In any 
event, “Congress can legislate the [standard of re-
view] out of existence any time it chooses.  The vari-
ous policy arguments now made * * * are thus best 
addressed to Congress, not this Court.”  Warner-
Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 
28 (1997) (retaining the doctrine of equivalents). 
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 Teva’s assertion that de novo review discourages 
settlement, Teva Br. 52, is also a policy question for 
Congress.  Moreover, Teva has it backwards.  By de-
ciding claim construction as a pure question of law, 
trial courts are able to resolve claim construction 
early in the case, before the substantial costs of full 
discovery.  Early claim construction thus may “fa-
cilitate settlement” and “permit resolution, either 
in whole or in part, through dispositive motions.”  
Manual for Complex Litigation (Fourth) § 33.223 
(2004). 

 In sum, the Federal Circuit properly reviewed 
the district court’s indefiniteness decision de novo.  
That mandates affirmance because Teva does not 
challenge the merits of the judgment under that 
standard. 

II. EVEN IF NOT ALL ASPECTS OF CLAIM 
CONSTRUCTION ARE REVIEWED DE NOVO, 
THE OUTCOME HERE IS THE SAME. 

 Even if the Court concludes that there can be 
factual findings in claim construction warranting 
appellate deference, the Court should expressly apply 
that standard here and affirm the judgment. 

 The court of appeals correctly held the patent 
claims at issue indefinite because a critical claim 
term is conceded to be ambiguous on its face, the 
specification provides nothing to resolve the ambi-
guity, and the prosecution history compounds the 
ambiguity because Teva gave the PTO irreconcilable 
answers at two different times, each of which resulted 
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in the issuance of a patent with the same claim term 
and the same specification.  That public record does 
not provide the notice required, even though it would 
have been simple for Teva to do so.  Nautilus, 134 
S. Ct. at 2129.  That conclusion will be the same even 
if deference is accorded to factual findings, because 
the Federal Circuit did not disagree with anything 
that could plausibly be considered a factual finding. 

A. Any “Facts” Must Be Limited To Princi-
ples Separate And Apart From The Pat-
ent And Prosecution History At Issue. 

 If there can be factual findings in claim construc-
tion at all, what is considered a “fact” must be care-
fully cabined.  As the government observes, it is 
“essential to distinguish the district court’s factual 
findings from its subsequent legal inferences,” US Br. 
26, because only the former would be entitled to clear-
error review under Rule 52.  Any “facts” should be 
limited to scientific principles or other issues whose 
truth is determined separate and apart from the 
particular patent asserted.  Facts should not include 
attempts by paid experts to interpret the meaning of 
the public record at issue—the patent’s claims, speci-
fication, drawings, and prosecution history.  Other-
wise the notice function of the patent will be severely 
undermined to the detriment of innovation and the 
purposes underlying the patent system. 

 1. All the reasons in Part I compel this bound-
ary between fact and law.  At the very least, Mark-
man held that all “interpretive issues” are “purely 
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legal.”  517 U.S. at 391 (emphasis added).  Markman 
consistently described the task of discerning the 
meaning of a patent’s claims and specification as a 
legal one.  To the extent Markman suggested there 
could be “evidentiary underpinnings” in claim con-
struction, it rightly expressed “doubt[ ]” that many 
cases would turn on credibility determinations.  Id. at 
389-90.  And the only fact-like issues to which 
Markman alluded were background facts separate 
and apart from the patent at issue, such as “a ques-
tion of meaning peculiar to a trade or profession.”  Id. 
at 389. 

 Other decisions by this Court support that at-
tempts by paid experts to interpret the meaning of a 
patent and its prosecution history are not “facts.”  
The Court has held that “[e]xperts may be examined 
as to the meaning of terms of art * * * but not as to 
the construction of written instruments.”  Corning v. 
Burden, 56 U.S. (15 How.) 252, 270 (1854); Winans, 
62 U.S. at 101 (“[P]rofessors or mechanics cannot be 
received to prove to the court or jury what is the 
proper or legal construction of any instrument of 
writing.”).  In other words, while an expert’s expla-
nation of background scientific terms or principles 
separate and apart from the patent at issue could po-
tentially lead to a factual finding, the expert’s inter-
pretation of the patent itself could not. 

 The two patent treatises relied on by the Court in 
Markman support this line.  517 U.S. at 387-88.  As 
one explained, “ ‘[w]here technical terms are used, or 
where the qualities of substances * * * or any similar 
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data necessary to the comprehension of the language 
of the patent are unknown to the judge, the testimony 
of witnesses may be received upon these subjects.’ ”  
Id. at 388 (quoting Robinson, supra, § 732, at 481-83).  
“ ‘But in the actual interpretation of the patent the 
court proceeds upon its own responsibility, as an ar-
biter of the law.’ ”  Ibid. (emphasis in Markman). 

 The reasons for drawing this line are sound.  
“Experience has shown that opposite opinions of per-
sons professing to be experts may be obtained to any 
amount.”  Winans, 62 U.S. at 101.  Opinions of paid 
experts “can suffer from bias that is not present” in 
the public record because “expert reports and testi-
mony [are] generated at the time of and for the pur-
pose of litigation.”  Phillips, 415 F.3d at 1318. 

 Indeed, if an expert’s interpretation were a mat-
ter of “fact,” that would cast grave doubt on Mark-
man’s Seventh Amendment holding.  That holding 
depended on the conclusion that any credibility de-
terminations would be “subsumed within the neces-
sarily sophisticated analysis of the whole document.”  
Markman, 517 U.S. at 389.  But if an expert’s testi-
mony regarding the meaning of the patent and its 
prosecution history were a fact, Markman’s premise 
would be undeniably false:  the construction of patent 
claims would be “subsumed within” credibility deter-
minations.  Every claim-construction dispute would 
devolve into a trial with paid experts setting forth 
their competing opinions and explanations of the 
meaning of the patent claims, specification, and 
prosecution history—with the ultimate construction 
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turning on which expert the district court chose to 
“credit.” 

 Thus, although a district court may draw its 
conclusions regarding the meaning of a patent and its 
prosecution history from a litigation expert’s interpre-
tation of that public record, the court’s conclusions 
are nonetheless legal ones and thus reviewed de novo.  
Highmark, 134 S. Ct. at 1748.  A patentee’s attempt 
to use a litigation expert to cure its faulty claims and 
explain away the irreconcilable public record it cre-
ated (as Teva tried to do here) does not create a “fact” 
entitled to appellate deference. 

 2. Teva does not clearly elucidate where it 
would draw the line between fact and law.  At times, 
Teva’s position seems consistent with the above 
boundary, suggesting that facts “lie outside the four 
corners of the patent and its prosecution history.”  
E.g., Teva Br. 27 (“the level of ordinary skill in the art 
at the relevant time”), 32 (“vocabulary, usage, and 
customs among the relevant community”), 43 (“the 
accepted meaning in the relevant scientific commun-
ity at the relevant time”).  To that extent, Teva shares 
common ground with the government, e.g., US Br. 14, 
and respondents (if this Court rejects de novo review).  
As the government rightly observes, however, such 
background scientific principles “[o]ften” are “essen-
tially uncontested.”  Ibid. 

 In other places, however, Teva suggests that 
“facts” include much more:  a litigation expert’s 
interpretation of the meaning of the patents and the 
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prosecution history at issue, including assumptions 
and inferences that the expert draws from that public 
record.  See, e.g., Teva Br. 20, 27-33.  To the extent 
Teva relies on an analogy to contract principles for 
that proposition, Teva Br. 33, that analogy is inapt, 
for the reasons discussed above.  See supra pp. 33-34.  
The question in claim construction is the scope of a 
legal grant by the government, binding against the 
public; not the meaning of a private agreement be-
tween the parties to the dispute.  The meaning of that 
legal grant should not turn on a district court’s choice 
between experts. 

 Teva cites Ornelas in contending that “infer-
ences” are reviewed for clear error even when they 
relate to a legal inquiry that is reviewed de novo.  
Teva Br. 20.  But the inferences there related to a 
purely factual inquiry:  “the events which occurred 
leading up to the stop or search.”  Ornelas, 517 U.S. 
at 696-97.  Such “background facts” included what 
could be inferred about traveling to Milwaukee in the 
winter or where the officer who performed the search 
believed narcotic traffickers tend to hide drugs in 
cars.  Id. at 699-700.  But whether there was probable 
cause to stop or search based on those facts was 
reviewed de novo—even though it was “a mixed 
question of law and fact.”  Id. at 696-97.  If anything, 
Ornelas supports de novo review of the application of 



48 

background scientific facts to the patent and its 
prosecution history.7 

 Teva also suggests that all determinations based 
on extrinsic evidence are factual findings subject to 
Rule 52.  See, e.g., Teva Br. 27-29, 41-44.  But just 
because evidence is “extrinsic” does not make all 
conclusions drawn from it “facts.”  This is particularly 
true with expert testimony which, as here, often in-
cludes not merely information about relevant back-
ground scientific principles, but also the expert’s own 
interpretation of the public record at issue.  While the 
former might be considered facts, the latter are legal 
conclusions that should be reviewed de novo.  See 
Winans, 62 U.S. at 101; Corning, 56 U.S. at 270. 

 Finally, although the meaning of a patent claim 
(and whether its meaning is reasonably certain) is 
judged by a skilled-artisan standard, that does not 
mean that the inquiry is predominantly factual.  
Contra Teva Br. 29.  As explained above, “the person 
of skill in the art” is a legal fiction that merely ex-
presses a standard of patentability.  Supra pp. 26-27.  
Teva’s assertion that “the dominant inquiry will 
be a factual one” (Teva Br. 29) cannot be squared 
with Markman:  what the patent claims mean (and 
whether the public record provides sufficient notice to 

 
 7 In Anderson v. City of Bessemer City, 470 U.S. 564, 574 
(1985), which Teva also cites (e.g., Teva Br. 22), any inferences 
were factual because (unlike here) the entire inquiry was 
factual, including the ultimate issue of intentional discrimina-
tion.  470 U.S. at 573. 
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construe them at all) is the legal inquiry at issue in 
claim construction and indefiniteness.  517 U.S. at 
389; Nautilus, 134 S. Ct. at 2125. 

 3. The expert declarations that Teva submitted 
here illustrate the boundary between what could 
properly be considered a fact and what cannot. 

 In the paragraphs entitled “BACKGROUND 
POLYPEPTIDE AND MOLECULAR WEIGHT PRI-
MER,” Grant mostly opined about scientific principles 
that he believed to be true in general, wholly separate 
and apart from Teva’s patents and their prosecution 
history.  For example, Grant described how the pro-
cess of SEC works in general, and the three types of 
average molecular weight measurements that can be 
obtained from that process.  Pet. App. 106a-07a ¶39.  
Insofar as this Court decides there can be “facts” in 
claim construction, these types of background prin-
ciples might lead to a factual finding. 

 Teva’s declarations, however, went well beyond 
principles that Grant asserted were true in general.  
Nearly three dozen paragraphs were entitled “CLAIM 
CONSTRUCTION” and expressly stated:  “[i]n the 
paragraphs that follow, I set forth my opinion as to 
the proper interpretation of phrases or terms in the 
claims of the patents-in-suit.”  Pet. App. 118a-36a at 
118a ¶54 (emphasis added); accord J.A. 129a-48a at 
129a ¶44.  In these “Claim Construction” paragraphs, 
Grant made assumptions and drew conclusions for 
purposes of litigation from the common specification 
and prosecution history to support his opinion about 
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the meaning of the claims.  E.g., Pet. App. 125a 
(opining about what the absence of a description of 
calculations in Teva’s patents’ specification “would 
have indicated”). 

 These assumptions and conclusions were not 
“facts”; they were legal interpretations of the public 
record.  As the government explains, “the correct legal 
inferences to be drawn from the patent’s language 
and prosecution history” are legal issues reviewed de 
novo.  US Br. 23; see US Br. 27. 

 In construing the term “average molecular 
weight” to mean “peak,” the district court drew the 
same legal conclusions as Grant, purporting to make 
findings by “crediting” and “accepting” Grant’s in-
terpretation.  Pet. App. 44a, 49a-50a.  While a dis- 
trict court may consider such opinions, that does 
not transform its conclusions into “factual findings.”  
Rather, “a district court’s ultimate construction of a 
patent claim remains legal even if the court purports 
to credit an expert witness’s testimony that a skilled 
artisan would understand the claim in a particular 
way.”  US Br. 23. 

 Applying this line between fact and law will not 
result in “relitigat[ing] the facts on appeal.”  Teva Br. 
21.  It will properly cabin “facts” to principles that are 
true (or not) in the world generally, and properly treat 
all interpretations of the public record as legal, as 
Markman (at the very least) requires.  517 U.S. at 
391. 
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B. The Federal Circuit Overturned No Fac-
tual Findings In Correctly Holding The 
Claims Indefinite. 

 As the government rightly recognizes, applying 
this line between fact and law requires the same out-
come here.  US Br. 26.  Reviewing the public record 
Teva created, the Federal Circuit correctly held Teva’s 
“molecular weight” claims indefinite, even under 
the Circuit’s now-rejected, overly strict “insolubly 
ambiguous” standard.  Pet. App. 6a-10a. 

 The court of appeals noted the significant un-
contested points.  It is “undisputed” that the claims 
are ambiguous on their face “because their plain 
language does not indicate which average molecular 
weight measure is intended.”  Pet. App. 8a.  It is 
undisputed that the term “average molecular weight” 
“has no ‘ordinary and customary meaning’ ” to per-
sons of skill in the art.  Pet. App. 42a.  And it is 
undisputed that it is critical to know which one of the 
several different measures is intended to understand 
the limits of what is claimed and what remains open 
to the public.  Pet. App. 4a-5a. 

 Teva contends the Federal Circuit overturned 
three factual findings.  Teva Br. 13-14, 54-58.  But the 
court did not reject any determination that could 
properly be considered “factual.”  Rather, engaging in 
“de novo review of the district court’s indefiniteness 
holding,” Pet. App. 10a, the court reached a different 
legal conclusion, Pet. App. 6a-10a. That conclusion is 
correct. 
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1. The Court of Appeals Accepted the 
Only Plausible Fact Regarding the 
Prosecution History. 

 The Federal Circuit correctly concluded that 
Teva’s irreconcilable answers to the PTO regarding 
the meaning of molecular weight rendered the ambi-
guity in the claims “insoluble.”  Pet. App. 9a.  In so 
holding, the court accepted the only plausible factual 
finding—one of Teva’s answers contained a scientifi-
cally incorrect explanation.  Pet. App. 8a. 

 a. Twice during prosecution of this family of 
patents, the PTO reviewed the common specification 
and concluded that, without more information, Teva’s 
proposed “molecular weight” claims were indefinite.  
Each time, Teva provided a different answer; and 
based on each answer, Teva was issued a patent with 
the same specification and the same claim term.  See 
supra p. 7. 

 Respondents contended below that these plainly 
contradictory statements—that the same “molecular 
weight” term has two fundamentally different mean-
ings—confirmed the patents were indefinite.  The dis-
trict court disagreed, concluding that, because Teva’s 
explanation for its “weight” answer was scientifically 
“incorrect,” a skilled artisan would disregard that 
answer and instead rely on Teva’s “peak” answer.  
Pet. App. 52a.  Teva contends this analysis is a find-
ing of “fact” to which the Federal Circuit should have 
deferred.  Teva Br. 57-58. 
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 As the government explains, however, only the 
district court’s determination that Teva’s explanation 
was scientifically inaccurate could properly be consid-
ered a factual finding.  US Br. 27-28.  The types of 
weight to which the “kilodalton” unit can refer “con-
cern[ ] scientific principles and understandings as 
they exist in the field, outside the patent.”  US Br. 27.  
That scientific principle, however, has never been in 
dispute. 

 The conclusion the district court drew from that 
uncontested principle is a legal conclusion.  Indeed, 
in ruling that the “weight” answer should be disre-
garded, the district court relied on Grant’s self-
described “Claim Construction,” which was based on 
his own interpretation of the patent record as a 
whole.  Pet. App. 52a (citing J.A. 140a ¶64); see J.A. 
140a ¶¶64-65.  That the district court agreed with 
Grant’s interpretation (Pet. App. 52a (relying on J.A. 
140a ¶64)) does not transform that interpretation 
into a factual finding.  Corning, 56 U.S. at 270; 
Winans, 62 U.S. at 101; see US Br. 28. 

 b. On review, the Federal Circuit correctly 
reached a different legal conclusion. 

 The court accepted that Teva’s explanation for 
one of its answers was “an evident scientific error.”  
Pet. App. 8a.8  Nevertheless, the court correctly focused 

 
 8 Teva wrongly faults the Federal Circuit for “never even ac-
knowledg[ing] it.”  Teva Br. 58; cf. US Br. 28 (incorrectly stating 
the court ruled “without mentioning * * * the inaccuracy”). 
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on Teva’s two irreconcilable answers to the PTO, each 
of which resulted in issuance of a patent.  Pet. App. 
9a.  As the Federal Circuit explained:  “[t]he only 
basis upon which the Examiner could have agreed 
that the ’539 patent claims were not indefinite was 
that ‘molecular weight’ means Mp.  In contrast, the 
only basis for the Examiner’s withdrawal of the 
indefiniteness rejection of the ’847 patent claims was 
that the same term means Mw.”  Ibid.  “Teva’s two 
definitions cannot be reconciled” and thus “render the 
ambiguity insoluble.”  Ibid. 

 That is a purely legal analysis—an interpretation 
of the patent in light of its prosecution history.  As the 
government explains, “the relative weight that a 
skilled artisan interpreting the patent claims would 
accord each prosecution-history statement in light of 
the fact that one of the statements contained a scien-
tific inaccuracy” is a legal conclusion.  US Br. 28 
(emphasis by US). 

 And the Federal Circuit’s legal conclusion is cor-
rect.  Whatever Teva’s rationale may have been, the 
Examiner accepted Teva’s answer that “weight aver-
age molecular weight” was the meaning of the other-
wise ambiguous “molecular weight” claims and granted 
a patent because of that answer. See, e.g., Standard 
Oil Co. v. American Cyanamid Co., 774 F.2d 448, 452 
(Fed. Cir. 1985).  Teva cannot use a litigation expert 
to negate a now-inconvenient answer to the PTO, 
because without that answer Teva would not have 
obtained its patent.  Festo Corp. v. Shoketsu Kinzoku 
Kogyo Kabushiki Co., 535 U.S. 722, 736 (2002). 
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 Moreover, the “scientific error” went only to 
Teva’s explanation for its failure to specify the type of 
molecular weight, not to its answer about which 
measure the claims used.  Because the precise “aver-
age molecular weight” was key to these claims, a 
skilled artisan would have no reason to doubt that 
Teva knew which measure it intended, and thus no 
reason to doubt the “weight” part of Teva’s answer.  
To take Teva’s example (Teva Br. 58), if “degrees” 
were key to an invention, and the applicant told the 
PTO the term meant “Celsius,” a skilled artisan 
would believe that to be the measure, even if the 
applicant’s excuse for not previously specifying it had 
been scientifically inaccurate.  See Springs Window 
Fashions LP v. Novo Indus., L.P., 323 F.3d 989, 996 
(Fed. Cir. 2003) (“A reasonable competitor would have 
believed that the applicant’s disclaiming statements 
were not a mere mistake.”). 

 c. Attempting to avoid its irreconcilable repre-
sentations to the PTO, Teva argues for the first time 
that this prosecution history is irrelevant to the ’808 
patent, because both answers were made after that 
patent issued.  Teva Br. 57.  Even if that substantive 
patent-law argument were within the question pre-
sented (it is not), it does not help Teva. 

 All the patents—including the ’808 patent—trace 
back to the same patent application, share the same 
specification, and contain the same “molecular weight” 
claim term.  A person of ordinary skill in the art thus 
would look to the prosecution history of the entire 
family of patents to discern the scope of the claims.  
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Microsoft Corp. v. Multi-Tech Sys., Inc., 357 F.3d 
1340, 1350 (Fed. Cir. 2004); see Nautilus, 134 S. Ct. at 
2128. 

 Indeed, while the other patents remained unex-
pired, Teva consistently argued that its “peak” an-
swer applied to all the claims in all the asserted 
patents, including the ’808 claim.  In the Federal 
Circuit, Teva contended that “the prosecution history 
of one patent in a chain may be used to construe the 
same term in both earlier and later issued related 
patents with the same specification.”  Teva CAFC Br. 
46 (citing Microsoft, 357 F.3d at 1350).  In district 
court, Teva’s expert repeatedly relied on the prosecu-
tion history answer of “peak” to bolster his interpre-
tation of all the patents.  E.g., J.A. 140a, 187a, 194a, 
206a-07a.  It is too late for Teva to abandon that 
argument now. 

2. The Court of Appeals Accepted the 
Identified Factual Findings About 
the SEC Method. 

 Turning to the specification, the Federal Circuit 
correctly concluded that “[t]he specification does not 
resolve the ambiguity” created by the claims and the 
prosecution history.  Pet. App. 9a-10a.  As the gov-
ernment explains, in reaching that conclusion, the 
court “did not overturn or implicitly reject the district 
court’s factual findings concerning SEC.”  US Br. 29. 
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 a. The district court concluded that “Mp can be 
read from the chromatogram generated by SEC 
without any ‘further calculation’ and would be under-
stood by a person of ordinary skill in the art to be the 
presumed meaning of [average molecular weight] in 
the context of the patents-in-suit.”  Pet. App. 43a 
(citing J.A. 138a ¶61).  Teva contends that is a “fact.”  
Teva Br. 56-57.  But again, only the first part of the 
district court’s statement—that “Mp can be read from 
the chromatogram generated by SEC without any 
‘further calculation’ ”—could be considered a “fact.”  
US Br. 29-30. 

 As Grant explained, the data generated by the 
SEC method is plotted on a graph, called a chromato-
gram.  J.A. 126a-28a ¶41.  By running “standards” of 
known molecular weight through the same SEC 
column, a calibration curve can be created.  J.A. 128a-
29a ¶42.  “With a chromatogram and a proper cali-
bration curve, the peak average molecular weight * * * 
can be read without any further calculation.”  J.A. 
129a ¶43.  Respondents did not dispute these scien-
tific principles.  Indeed, there was no dispute as to 
the various types of weight the SEC method can 
measure in general.  As the district court noted, SEC 
“can also provide Mw and Mn” if further calculations 
are performed.  Pet. App. 48a. 

 But the district court’s “presumption” about what 
a method of measurement means “in the context of the 
patents-in-suit,” Pet. App. 43a (emphasis added), is a 
legal conclusion, accord US Br. 30-31.  It is not a 
scientific principle separate and apart from these 
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patents.  See Corning, 56 U.S. at 270; Winans, 62 U.S. 
at 101; accord US Br. 31.  The district court was 
embracing Grant’s “Claim Construction” analysis, 
based on what was and was not in the public record.  
J.A. 138a ¶61.  Indeed, Grant expressly did not assert 
that “peak” was the “default meaning to a person of 
skill in the art” of the term “average molecular 
weight.”  J.A. 187a.  Grant pointed instead to the 
prosecution history.  Ibid.  Although the district court 
purported to “credit” Grant’s interpretation, Pet. App. 
49a (citing Pet. App. 125a ¶70), “[t]hat conclusion, 
though phrased as a credibility finding, is a legal 
determination,” US Br. 30. 

 b. The Federal Circuit disagreed only with the 
district court’s legal conclusion.  The court accepted 
that Mp can be “read directly from a plot of SEC 
data,” whereas “some calculations” are required to 
obtain Mn and Mw.  Pet. App. 10a.  But it emphasized 
that “SEC does not exclusively provide Mp—both Mn 
and Mw can also be obtained from the data generated 
by the SEC method.”  Ibid.  Given those undisputed 
scientific principles, the Federal Circuit concluded 
that the mere reference to the SEC method does not 
resolve the claims’ ambiguity.  Ibid. 

 As the government explains, that is a legal 
conclusion.  US Br. 31.  And that conclusion is correct.  
The specification contains no mention of the intended 
measure.  The fact that, with a chromatogram and a 
“proper calibration curve” in place, the peak molecu-
lar weight “can be read directly off the calibration 
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curve,” J.A. 128a-29a ¶¶42-43, does not establish the 
claims mean peak.  The specification contains no 
calibration curve.  J.A. 1143a-45a.  Nor does it sug-
gest that further calculations would not be needed.  
Ibid.  The parties agreed that the relevant skill in the 
art here was very high, Pet. App. 94a, and that all 
three types of average molecular weight could be 
obtained using the SEC method, Pet. App. 106a-07a; 
J.A. 125a ¶39, 158a ¶37.  Indeed, the PTO Examiner, 
“a subject-matter expert,” Teva Br. 29, reviewed the 
specification and twice rejected the claims for indefi-
niteness despite the reference to SEC.  See supra p. 7. 

 The Federal Circuit thus correctly concluded that 
the mere reference to SEC failed to “provide sufficient 
clues to discern” which measure the claims encom-
passed.  See Honeywell Int’l, Inc. v. ITC, 341 F.3d 
1332, 1340-41 (Fed. Cir. 2003) (holding claim indefi-
nite where patent failed to specify which of four 
methods was intended for critical term). 

3. The Federal Circuit’s Conclusion Re-
garding Figure 1 Is Fully Consistent 
with the Slight Shift Expected by 
Teva’s Expert. 

 The Federal Circuit also correctly concluded that 
Figure 1 did not resolve the claims’ ambiguity. 
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 a. It is undisputed that the “peaks” of the 
Figure’s three curves (as measured by the horizontal 
axis) do not match the values for average molecular 
weight in the legend: 

 

J.A. 1141a.  For the two overlapping curves identified 
by the legend as having an average molecular weight 
of 7.7 kDa, Grant “measured the peak to be at 6.8 
kDa.”  J.A. 138a-39a ¶62.  For those same curves, 
Grant calculated the “weight” average molecular 
weight to be 8.3 to 8.5 kDa.  J.A. 310a.9 
  

 
 9 Teva notes that Mylan’s expert, Chang Ryu, calculated Mw 
in Figure 1 to be 12.9 kDa. Teva Br. 56 n.34. But neither the 
district court nor the Federal Circuit relied on Ryu’s interpreta-
tion of the Figure. Contra Teva Br. 55. 
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 Relying on Grant, the district court determined 
that a person of skill in the art would understand 
that the process of creating molecular weight distri-
bution curves (such as in Figure 1) from the data 
generated by an SEC chromatogram “ ‘would likely 
cause the peak on each curve to shift slightly’ ” from 
where the peak was on the chromatogram.  Pet. App. 
45a (quoting J.A. 138a-39a ¶62); see Pet. App. 111a-
18a ¶¶44-53 (explaining the shift).  In so concluding, 
the district court implicitly rejected the view of 
Mylan’s expert that the creation of such a graph 
would not cause a shift.  Teva Br. 55; US Br. 31-32.  
As the government explains, that determination 
could be considered a factual finding because it 
involves a scientific principle separate and apart from 
these particular patents.  US Br. 31. 

 But the district court’s further reliance on Grant’s 
interpretation of Figure 1 in these particular patents 
could lead only to a legal conclusion reviewed de novo.  
In his self-described “Claim Construction,” Grant 
used his own calculation of the peaks in the Figure’s 
curves to opine:  “[t]he peaks of the curves are close to 
those numbers [in the Figure’s legend] which would 
support the assumption that the numbers in the 
legend were peak molecular weights.”  J.A. 138a ¶62.  
That was the opinion the district court purported to 
“credit” and “accept” when it concluded that “the fact 
that the peaks in Figure 1 do not match the listed 
[average molecular weights] precisely would not 
dissuade a person of ordinary skill in the art from 
concluding that [average molecular weight] refers to 
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Mp in the context of the patents-in-suit.”  Pet. App. 
49a (citing J.A. 138a-39a ¶62). 

 b. In holding these patents indefinite, the Fed-
eral Circuit did not reject that converting data to 
such distribution curves “would likely cause the peak 
on each curve to shift slightly.”  Pet. App. 45a. 

 Rather, the court noted the undisputed conten-
tion that “the peaks of the curves in Figure 1 do not 
correspond to the values denoted as ‘average molecu-
lar weight’ in the figure’s legend.”  Pet. App. 10a.  
Then, citing Grant’s calculations of the Mw of the 
curves in Figure 1, the court observed that the leg-
end’s “7.7 kDa value is closer to the Mw than to the Mp 
of the corresponding batch.”  Pet. App. 10a (citing J.A. 
310a).  Given that neither type of measure (as calcu-
lated by Grant from the Figure’s curves) matched the 
legend, but both were close to the values in the leg-
end, the Federal Circuit reasoned that this “makes it 
difficult to conclude [from Figure 1] that Mp is the 
intended measure.”  Ibid. 

 That interpretation of the patent is a legal analy-
sis.  See Markman, 517 U.S. at 389; Corning, 56 U.S. 
at 270; Winans, 62 U.S. at 101.  The conclusion is 
completely consistent with an expectation that the 
curves would have “shift[ed] slightly” in the creation 
of the graph.  Contra US Br. 32.  And the conclusion 
is correct. 

 Grant’s interpretation (and hence the district 
court’s conclusion) hinged on the peaks at 6.8 kDa in 
the overlapping curves being “close” enough to the 
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“corresponding” 7.7 kDa in the legend to be within an 
unspecified “margin of error” due to the expected 
slight shift.  Pet. App. 126a-27a ¶72.  In other words, 
Grant believed that the peaks in the curves repre-
sented the Mp, and because he expected each peak to 
have “shift[ed] slightly” due to the transformation of 
the data from the chromatogram, he was willing to 
assume that the legend reported the value for that 
batch’s Mp.  Ibid.  Grant explained that the mag-
nitude of the expected shift in such a graph, and 
whether it would shift right or left, would depend on 
the underlying data.  Pet. App. 113a ¶46, 118a ¶53. 
But Grant conceded that he could not determine the 
shift’s magnitude or direction in Figure 1 because he 
did not have, and did not ask Teva for, the underlying 
“primary data” (which were not in the public record).  
J.A. 196a-97a. 

 However, given that Grant was willing to assume 
that the peaks at 6.8 kDa showed the Mp of the batches 
corresponding to the 7.7 kDa values in the legend, 
Grant’s expected margin of error was necessarily a 
shift in the overlapping curves of at least 0.9 kDa in 
either direction.  Yet Grant’s own calculation of the 
Mw of those curves was likewise within that same 
margin of error; indeed, as the Federal Circuit noted, 
Grant’s Mw calculation was “closer” to the legend’s 7.7 
kDa value.  Pet. App. 10a (citing J.A. 310a).  Grant 
calculated the Mw of those curves to be 8.3 to 8.5 kDa 
(J.A. 310a)—a 0.6 to 0.8 difference from the 7.7 kDa 
values in the legend.  Accordingly, either measure, Mw 
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or Mp, is fully consistent with the expected slight shift 
in the curves. 

 That conclusion is not the result of the Federal 
Circuit “eyeball[ing] its way to its own decision” or 
“accepting the view of Mylan’s expert” that there 
would be no shift.  Teva Br. 55.  Indeed, the Federal 
Circuit did not mention that testimony from Mylan’s 
expert.  Rather, without disputing the shift, the court 
relied on Teva’s expert’s own calculations and opin-
ions about the meaning of Figure 1 to conclude that 
the Figure could not resolve the facial ambiguity of 
Teva’s patent claims. 

 In any event, as the government acknowledges, 
any supposed error (and there was none) “likely did 
not affect [the Federal Circuit’s] ultimate conclusion.”  
US Br. 32-33.  “Figure 1’s failure to illustrate Mp 
values” was merely “an additional reason” the court 
of appeals held the patents indefinite.  US Br. 33 
(emphasis by US).  Indeed, even the district court 
ultimately concluded only that the Figure “would not 
dissuade a person of ordinary skill in the art from 
concluding” that the “molecular weight” term refers 
to “peak,” Pet. App. 49a (emphasis added)—not that 
the Figure eliminated the claims’ ambiguity. 

C. This Court Should Apply Any New Stan-
dard To Provide Guidance To Lower 
Courts. 

 If this Court concludes claim construction can 
include both findings of fact and conclusions of 
law, it should apply that distinction here to provide 
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concrete guidance as to the line between fact and 
law—a line this Court has elsewhere called “elusive” 
at best.  Miller, 474 U.S. at 113.  Guidance will be 
critical because claim-construction disputes occur in 
virtually every patent case.  As the en banc Federal 
Circuit observed, “[d]isentangling arguably factual 
aspects * * * is a task ripe for lengthy peripheral 
litigation.”  Lighting Ballast, 744 F.3d at 1284. 

 This Court often applies new legal standards in 
patent cases.  See, e.g., Global-Tech Appliances, Inc. v. 
SEB S.A., 131 S. Ct. 2060, 2068 (2011) (applying 
different inducement standard while affirming judg-
ment); KSR, 550 U.S. at 422 (applying obviousness 
standard to invalidate patent).  The Court is particu-
larly well-positioned to do so here, where the stand-
ard is one of appellate review and the line between 
fact and law is itself a question of law. 

 Finally, as the government notes, Teva’s only 
remaining patent at issue expires in September 2015, 
before any remand likely could be decided.  US Br. 33 
n.5.  Although respondents can market upon FDA 
approval under threat of infringement liability, they 
should not face that risk any longer than necessary.  
Accordingly, the Court should fully resolve this case 
now so that patients can benefit from competition 
unimpeded by Teva’s invalid patent. 
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CONCLUSION 

 The judgment should be affirmed. 
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